Mil 



/ft 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER OF PATENTS AND TRADEMARKS 

Washington, D.C. 20231 - 0 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



09/03^? 305 



02/27/98 



HENNHOFER 



H 



HENNHOFER-ET 



r 



IM52/0807 



n 



COL LARD & ROE 

10 77 NORTHERN BOULEVARE? 

ROSLYN NY 11576 



EXAMINER 


RUN EM UN D l 


R 


ART UNIT 


PAPER NUMBER 



1765 
DATE MAILED: 



to 

08/07/01 



Please find below and/or attached an Office communication concerning this application or 
proceeding. 

Commissioner of Patents and Trademarks 



PTO-90C (Rev. 11/00) 



1- File Copy 



Office Action Summary 



Application No. 

09/032,305 



Examiner 

Robert M Kunemund 



Applicant(s) 

HENNHOFER ET AL 



Art Unit 

1765 



.. The MAILING DATE of this communication appears on the cove r sheet with the correspondence address » 

Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 

. If NO period for reply is specified above the ry r*nod ^^^e ^^0^0 become ABANDONED (35 U.S.C. § 133). 

earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)^ Responsive to communication(s) filed on 20 June 2001 . 
2a)H This action is FINAL. 2b)D This action is non-final. 

3 ) D Since this application is in condition for allowance except for formal 1 matters prosecutior , as to the ments ,s 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 

Disposition of Claims 

4) 13 Claim(s) fi , 7 and 9 to 20 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 13 Claim(s) fi, 7 and 9 to 20 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a). 
1 !)□ The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (0- 

a)D All b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 
2.D Certified copies of the priority documents have been received in Application No 



3D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 1 7.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

1 5) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 

r-i • lr , , r- > a mm aor>\ 4) □ Interview Summary (PTO-41 3) Paper No(s). 

3) □ information Disclosure Statement(s) (PTO-1 449) Paper No(s) . 6) U Other. 
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The Mowing is a quotation of 35 U.S.C. 103(a) which forms the basis for an obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the mvenuon .s not .denucally disclosed or described a* set for* in 
sectioTlTl of this tide, the duTerences between the subject matter sought to be patented and 
Slat the subject matter as a whole would have been obv.ous at the time the mve^bon * » 

hTv^dlrW skrll in the art to which sa,d subject matter pertains. Patentability shall not be negatived by the 
manner in wbich the invention was made. 

This application currently names joint inventors. In considering patentability of the claims 
under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various claims was 
commonly owned at the time any inventions covered therein were made absent any evidence to 
the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point ou^ the inventor 
and invention dates of each claim that was not commonly owned at the time a later invention was 
made in order for the examiner to consider the applicability of 35 U.S.C. 103© and potential 35 
U.S.C. 102(0 or (g) prior art under 35 U.S.C. 103(a). 

Claims 6, 7, and 9 to 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Fabray et al in view of Hayashida et al. 

The Fabray et all reference teaches a method of polishing and oxidizing a silicon wafer. A 
silicon wafer is first polished by standard polishing techniques. The wafer is removed from the 
polishing holder prior to oxidization. Then a different aqueous solution is applied to the wafer. 
The solution contains and oxidization agent and alkali compound, note col. 1 . The sole difference 
between the instant claims and the prior art is the specific compounds. However, the Hayasiha et 
al reference teaches the claimed alkali compounds used on silicon substrates, the compounds can 
be organic and inorganic. It would have been obvious to one of ordinary skill in the art to modify 
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the Fabray et al reference by the teachings of the Hayasiha et al reference to use specific compounds in 
order to prevent the introduction of impurities onto the cleaned substrate and to remove from the polishing 
holder upon completion of polishing in order to prevent impurities as taught by the Fabray et al reference. 

Claims 17 to 20 are rejected under 35 U.S.C. 103 as being obvious over the Fabray et al in view of 
Hayasiha etal. 

The Fabray et al and Hayasiha et al references are relied on for the same reasons as stated, supra, 
and differ from the instant claims in the storage. However, in the absence of unobvious results it would 
have been obvious to one of ordinary skill in the art to determine through routine experimentations the 
optimum, operable means of disk storage in the Fabray et al reference in order to not create a thick oxide 
layer or allow for dust to ruin the clean surfaces. 
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Res ponse to Applicants' Arguments 
Applicant's arguments filed June 20, 2001 have been fully considered but they 
are not persuasive. 

Applicants' argument concerning the Fabray et al reference has been considered 
and not deemed persuasive. The claims recite only immediate removal of the wafer 
from the polishing plate. There is no limitation in the instant claims that the wafer must 
be immediately oxidized as argued by applicants. Therefore, the Fabray et al reference 
clearly reads on and encompasses the claimed process. 

Applicants' argument concerning the Hayashida et al reference is noted. 
However, the reference is relied on to show the specific oxidization agent as set forth in 
the claims. Since the reference does not state ant against storage, it is unclear as to 
how the reference teaches away. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 

policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Robert M Kunemund whose telephone number is 703- 
308-1091 . The examiner can normally be reached on 8 hours. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ben Utech can be reached on 703-308-3636. The fax phone numbers for 
the organization where this application or proceeding is assigned are 703-305-3599 for 
regular communications and 703-305-3599 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
0651. 

RMK 

August 2, 2001 

ROBERT KUNEMUND 
PRIMARY EXAMINER 




